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DETAILED ACTION 
Claim Rejections - 35 U.S.C. §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

2. Claims 1-3, 24, 28, 30-31 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Ishizawa et al. (US 5,781,666 A). 

With respect to claim 1, Ishizawa et al. teaches a method of reducing differential 
resolution (see the Abstract, lines 4-10), the method comprising: selecting a First image 
containing first information about a scene (i.e., color image information; column 6, lines 37-40); 
selecting a second image containing second information about the scene (i.e., binary-coded 
image information; column 6, lines 34-37), wherein a portion of the first image and a portion of 
the second image have differential resolution (the color image has a resolution of 100 dpi; 
column 6, line 40; while the binary-coded image has a resolution of 400 dpi; column 6, line 37; 
so that the images have a differential resolution); determining a location at which to modify a 
property of the first image to reduce the differential resolution (column 11, lines 30-32; a 4x4 
array of the binary-coded image which corresponds to the center pixel of a 3x3 array of pixels 
from the color image; column 11, lines 32-34); and reducing the differential resolution by 
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modifying the property at the determined location in the portion of the first image (column 11, 
lines 44-53; colors are assigned to the pixels of the binary-coded image in accordance with the 
colors of the color image, to produce a high resolution color image without any differential 
resolution; see Figure 1 1(A), for example). 
5 Ishizawa et al. further teaches that the images are digital images (i.e., one bit per pixel for 

the binary-coded image; column 6, line 36; and 24 bits per pixel for the color image; column 6, 
line 39), the location comprising a pixel (column 11, lines 30-34), and the property comprises an 
intensity value or a function of the intensity value of the pixel (i.e., the color value of the pixel; 
column 11, line 66 through column 12, line 6), as further required by claim 2; that the 

10 information used in modifying the property at the location includes the resolution information 

from the second image (i.e., the enhanced image has the resolution of the binary-coded image), 
as required by claim 3; that the first image comprises an image that has been modified with 
information obtained from the second image (as illustrated in Figure 11(A), the color image is 
modified using the resolution information from the binary-coded image), as stipulated by claim 

15 24; that the location is determined automatically (column 11, lines 30-34 and 48-53), as is the 

modification of the property (column 11, lines 44-53), as variously set forth in claims 28 and 30; 
and the determination of the location being based on information obtained at least in part from 
the portion of the second image (column 11, lines 32-34; i.e., the center pixel in a 3x3 array of 
the color image that corresponds to the array from the binary-coded image), as required by claim 

20 31. 

With respect to claim 43, Ishizawa et al. teaches an apparatus (shown generally in Figure 
1) comprising a computer readable medium having instructions stored thereon (i.e., programs; 
column 6, lines 11-12) that when executed by a machine result in at least the following: selecting 
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a first image containing first information about a scene (i.e., color image information; column 6, 
lines 37-40); selecting a second image containing second information about the scene (i.e., 
binary-coded image information; column 6, lines 34-37), wherein a portion of the first image and 
a portion of the second image have differential resolution (the color image has a resolution of 
5 100 dpi; column 6, line 40; while the binary-coded image has a resolution of 400 dpi; column 6, 

line 37; so that the images have a differential resolution); determining a location at which to 
modify a property of the first image to reduce the differential resolution (column 1 1, lines 30-32; 
a 4x4 array of the binary-coded image which corresponds to the center pixel of a 3x3 array of 
pixels from the color image; column 11, lines 32-34); and reducing the differential resolution by 

10 modifying the property at the determined location in the portion of the first image (column 11, 

lines 44-53; colors are assigned to the pixels of the binary-coded image in accordance with the 
colors of the color image, to produce a high resolution color image without any differential 
resolution; see Figure 1 1(A), for example). 

Finally, Ishizawa et al. further teaches that the apparatus include a processing device 

15 coupled to the computer readable medium for executing the stored instructions (i.e., CPU; 

column 6, lines 10-1 1), as additionally stipulated by claim 49. 

3. Claims 51-55, 59 and 63-65 are rejected under 35 U.S.C. § 102(e) as being anticipated by 
Wu (US 6,477,270 Bl). 

With respect to claims 51-55 and 63-65, Wu teaches an apparatus having stored thereon a 
20 resolution-enhanced image (column 4, lines 28-32; the new image 75 is created and saved in a 

computer). Wu further teaches that the apparatus comprises a computer-readable medium (i.e. a 
computer file; column 4, lines 30-31), as further required by claim 59. While Wu fails to 
describe each of the limitations set forth in claims 51-55 and 63-65 describing the processing 
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used to create the resolution-enhanced image, these limitations fail to patentably distinguish the 
claimed invention from the prior art. The exact nature of the stored image does not depend upon 
the apparatus storing it and the nature of the apparatus is in no way dependent upon the details of 
the image stored therein. The stored image is analogous to printed matter on a substrate. 
"Where the printed matter is not functionally related to the substrate, the printed matter will not 
distinguish the invention from the prior art in terms of patentability." In re Gulack, 703 F.2d 
1381 (Fed. Cir. 1983). Because there is no necessary functional relationship between the content 
or nature of the image data and the apparatus for storing it, the exact details of the image data or 
its generation do not distinguish the apparatus claimed from the apparatus set forth in Wu. 
Therefore, Wu anticipates the claimed invention. 

Claim Rejections - 35 U.S.C. § 103 

4. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 56-58 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Wu as 
applied to claims 51-55, 59 and 63-65 above, and further in view of Miyabata et al. (US 
5,418,574 A). 

While Wu meets the basic limitations of claims 51-55, 59 and 63-65, as pointed out more 
fully above, Wu fails to specifically teach that the apparatus comprise a reel, a video or an 
optical disc, as variously stipulated by claims 56-58. 
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Miyabata et al. teaches an apparatus that stores an enhanced image (i.e., compensating for 
color bleeding; column 1, lines 9-11), the apparatus comprising video (column 1, lines 11-12) or 
an optical disc (column 1, line 15). Miyata et al. also inherently teaches that the apparatus can 
comprise a reel, as the video cassette recorders described at column 1, lines 11-12 include reels 
5 to store the tape having the images recorded thereon. Because such video and optical discs are 

exceedingly common storage devices for image data, it would have been obvious to use such 
devices to store the image data of Wu, because such devices are readily available and easily 
useable. Therefore the claimed invention would have been obvious to one of ordinary skill in the 
art at the time of the invention. 
1 0 Double Patenting 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d2010 (Fed. 

15 Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 

F.2d937, 214 USPQ 761 (CGPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 C.F.R. § 1.321(c) may be used 
to overcome an actual or provisional rejection based on a nonstatutory double patenting ground 

20 provided the conflicting application or patent is shown to be commonly owned with this 

application. See 37 C.F.R. § 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 C.F.R. 
§ 3.73(b). 

25 

7. Claims 1-2, 12-16, 19, 24-29, 32-41, 43, and 48-49 are provisionally rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-17, 20-26, 35-36, and 38 of copending Application No. 10/657,243. Although the 

30 conflicting claims are not identical, they are not patentably distinct from each other because each 



of the limitations of the instant claims are fully defined by the claims of the co-pending 
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application. Specifically, with respect to claim 1 of the instant application, claim 1 of the '243 

application defines a method of reducing differential resolution (line 1), the method comprising 

selecting a first image containing first information about a scene (line 2); selecting a second 

image containing second information about the scene, wherein a portion of the first image and a 

5 portion of the second image have differential resolution (lines 3-4); determining a location at 

which to modify a property of the first image (line 5), the location being in a portion of the first 

image (line 6); and reducing the differential resolution by modifying the property at the location 

in the first image using information from second image (lines 8-9). 

Similarly, with respect to claim 43 of the instant application, claim 35 of the '243 

10 application defines an apparatus comprising a computer readable medium having instructions 

stored thereon that when executed by a machine result in at least the following (lines 1-2): 
selecting a first image containing first information about a scene (line 3); selecting a second 
image containing second information about the scene, wherein a portion of the first image and a 
portion of the second image have differential resolution (lines 4-5); determining a location at 

15 which to modify a property of the first image (line 6), the location being in a portion of the first 

image (line 7); and reducing the differential resolution by modifying the property at the location 
in the first image using information from the second image (line 9). 

While these claims of the '243 application includes additional limitations, the use of the 
transitional term "comprising" in the instant claims fails to preclude the possibility of these 

20 additional limitations so that the instant claims are not patentably distinct from the claims in the 

co-pending case. 
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Furthermore, each of dependent claims 2, 12-16, 19, 24-29, 32-41 and 48-49 are word for 
word identical to various of dependent claims 2-17, 20-26, 26 and 38 of the '243 application, and 
therefore also fail to define a patentably distinct invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



5 claims have not in fact been patented. 

Allowable Subject Matter 

8. Claim 42 is allowed. 

9. Claims 4-11, 17-18, 20-23, and 44-47 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 

10 limitations of the base claim and any intervening claims. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Johns whose telephone number is (703) 305-4788. The 
examiner in normally available Monday through Friday, at least during the hours of 9:00 am to 

15 3:00 pm Eastern Time. The examiner may also be contacted by e-mail using the address: 

andrew.johns@uspto.gov. (Applicant is reminded of the Office policy regarding e-mail 
communications. See M.P.E.P. § 502.03) 



If attempts to reach the examiner are unsuccessful, the examiner's supervisor, Leo 
20 Boudreau, can be reached on (703) 305-4706. The fax phone number for this art unit is (703) 

872-9306. In order to ensure prompt delivery to the examiner, all unofficial communications 
should be clearly labeled as "Draft" or "Unofficial." 



25 



30 



Any inquiry of a general nature or relating to the status of this application or fjfoceeding 
should be directed to the Technology Center Receptionist whose telephone number is ( 
4700. 



A. Johns 

8 November 2004 




